clu clvd&cl u:JW hK f- 1 NNEGflN HENDERSON 650 849 6666 TO 17033051013ft 



P . 0 1 



LAW OFFICES 

FTNNEGAN, HENDERSON, FARABOW, GARRETT & DUNNER, L.L.P. 

Stanford Research Park 
TOO Hansen Way 
Palo Alto, CA 94304 

Telephone Facsimile 
(650) S49-6600 (650) 849-6666 

FACSIMILE TRANSMITTAL 

TO FROM 

Name: Manuel Saldana Name: Jean B. Fordis 

Firm: U.S. Patent and Trademark Office Phone No.: (650) 849-6607 

Fax No.: (703) 305-1013 Fax # Verified by: R. Herrick 

Phone No.: # Pages (incl. this): 12 

Subject: Date: May 28, 2002 

Your FUe No.: Oar File No.: 01 147 .0142 

Confirmation Copy to Follow; N 



'Message: 

jPer the request of Dianna Johannsen, we are forwarding a copy of a paper from the USPTO, 

i date-stamped "Approved" on August 10, 1999, and the Certificate of Correction dated August 4, 

'2000. 



3 = 1, 
I -J 



If there is a problem with this transmission, notify fax room at (650) 849-6600 or the sender at the number 
above. 



This facsimile is intended only for the individual to whom it is addressed and may contain information that Is 
privileged, confidential, or exempt from disclosure under applicable law. If you have received this facsimile 
in error, please notify the sender immediately by telephone (collect), and return the original message by 
first-class mail to the above address. 
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05/2S/02 TUE 16:26 [TX/RX NO 5738] IgjOOl 



MAY 28 2002 13:30 FR F I NNEGPiN HENDERSON 650 849 BBBB .O , r 0330 o I 0 * 3« 



r* . 02 



PATENT 

Attorney Docket No, 25,835*1 1 



rN THe UNITED STATES PATENT AND TRADEMARK OFFICE 



In re. U.S. Patent No.: 5,790.338 



If Inventors: Co [I Ins et al. 



11 



Issue Date: May 12, 1998 

For TARGET AND BACKGROUND 
CAPTURE METHOD6 WITH 
AMPLIFICATION FOR 
AFFINITY ASSAYS 



Ann: Certificate of Correction Branch 

Assistant Commissioner for Patents 
Washington, D.C. 20231 



l| Sir 

■i 



CERTIFICATE 

UU 1 9 1999 

OF CORRECTION 



f*he ■ a n ■ 



REQUEST FOR CERTIFICATE O F CORRE CTI O N 
Pursuant to 35 U.S.C. § 254 and 37 C.F.R § 1,322, this Is a request for the 
Issuance of a Certificate of Correction in the above-identified patent Two (2) copies of 
:■ PTO Form 1050 are appended. The complete Certificate of Correction Involves 1 page. 

The mistakes identified In the appended Form are of minor character, and resulted 
from errors made In good faWl toy patentees. 

REMARKS 

Patentees are filing herewith petition 5 to emend and amendments to abandoned 
U.S. applications Serial No. 08/124,826, filed September 21, 1993. Serial No. 
07/946,749. filed September 17. 1992, and Serial No. Q7/S48.466. filed January 31. 1991. 
These petitions and amendments are for the purpose of claiming the benefit under 35 



U.S.C. § 120 of me^E^rment/oned three applications, as well as applications Serial Nos. 




***** 
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07/644.967, fifed January 22. 1991, 07/136,920. filed December 21. 1987, and 
06/922,155, filed October 23, 1686. 

U.S. Patent No. 5.750,338 issued from an application that was originally filed on 
December 21. 1987 as application Serial No. 07/136.820 (see attached chart), which was 
a continuation-in-part of application Serial No* 06/922.155, filed October 23, 1986. 
Application Serial No. 07/944,967 was a continuation of application Ser. No. 07/136,920 
and application Serial No. 07/944,605 was a continuation of application Ser. No. 
07/644.967. During prosecution of application Serial No. 07/944. 505, patentees 
inadvertently failed to respond to the November 5. 1992 Office Action and the application 
i] was unintentionally abandoned. Patentees filed a Petition to Revive the application but 
the petition was barred by 37 CF-R- § 1.137(b) because ft was filed more than one year 
after the date the application was abandoned. U.S. Patent No. 5,750,338 eventually 
Issued from application Serial No, 08/238.080, filed May 3. 1994. 

Because application Serial No. 07/9^4,505 was abandoned before application 

Serial No. 08/238.080 was filed, thus destroying copendency. the claim for benefit under 

■f 

jj 35 U.S.C, § 120 of prior applications through application Ser No. 07/944,605 back id 
applications Serial Nos. 07/136,920 and 06/922,155 could not be properly made. 
Therefore, patentees amended the specification of application Serial No. 08/238,080 to 
claim benefit under 35 U.S.C. § 120 of a chain of related applications, beginning wfth 
application Serial No. 08/400,857. that also originated from applications 06/922.155 and 
07/136,920 (see attached chart). This chain of related applications was first filed on 
t January 31, 1991 as application Serial No. 07/648,468. Application Serial No. 



I 



EM MH 



/ 



t 
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j 07/646,466 was filed as a continuation-in-part of applications 06/922,155 and 07/136,920 

I; 

,f and specifically incorporated by reference the disclosures of those applications. 

Accordingly, because application Serial No. 07/646.468, and subsequently Wed 
!j applications in that chain. Including application Ser. No. 08/4O0,C57, Incorporate oy 

* 

j reference the disclosure of application Serial No. 07/136.920. those applications provide 
: proper § 112 support for the claims of U.S. Patent No. 5,750,336. 



3 



This Certificate of Correction and the accompanying petitions and amendments to 



-j abandoned applications are being filed because (1) application Serial No. 06/400,65? 
• was not pending as of May 3. 1994. tha filing date of application Serial No. 06/236,060, 
and it) applications Serial No*. 06/922.155 and 07/1 3 G. 920 were not pending as of the 
jj filing date of application Serial No. 07/646,468. These errors were made Inadvertently by 
patentees and in good faith. Patentees first became aware of error (1) after allowance of 
application Serial No. 236,060, An Amendment After Allowance was Wed on December 
!| 10, 1997 to correct this error but the amendment was apparently never entered by the 
Patent Office. Patentees only recently became aware of error (2) and the resulting 
eopendeney problem after a review of the prosecution history of U.S. Patent No. 
5,750,338 In consideration of possible litigation. 

Issuance of the Certificate of Correction containing the correction Is earnestly 
requested. 

A check in the amount of S100 <the fee set forth in 37 CF.R. § 1 -20(a)) is 
appended to cover the costs of Issuing this Certificate. 



1 



* DWM*_I_1_». 



Jr 



I. 
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If any additional fees are due In connection with the filing of this request, Che 
Commissioner Is hereby authorized to charge such fees to Deposit Account No. 01-0526. 



Respectfully submitted. 

FINNEGAN. HENDERSON, FARABOW, 
GARRETT & DUNNER 

By: ^/jJLj^^ ^ t i "^Se/ 
Thomas W« Banks 
Reg. No. 32.719 



Dated: December 14, 1996 



• Diswwciu l. i_ w. 



\ 
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PLEASE STAMP TO ACKNOWLEDGE RECEIPT OF THE FOLLOWING ; 
In Kp Patent of; Mark L. Collins et al. 

PateMNo.: 5,750,338 Group Art: 1634 
FiledS March 8, 2000 Examiner; Unassigned 
For: TARGET AND BACKGROUND CAPTURE METHODS WITH 
AMPLIFICATION FOR AFFINITY ASSAYS 

Papers Filed; 

1 . Request for Corrected Filing Receipt. 

2. Check in the amount of $25.00 for fee. 

3 . Copy of Filing Receipt corrected in ink. 

4. Second Preliminary Amendment w/Certificate^of Correction attac 




Dated: August 4 ? 2000 
CaseRef: 01147,0142-000 

JBF*CP(rcw) PLEASE RETURN TO MAIL DROP 8 1 6 

AUG - 4 2000 lf> 
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PLEASE STAMP TO ACKNOWLEDGE RECEIPT OF THE FOLLOWING; 

In Re Patent of: Mark L. Collins et al, 

Patent No.: 5,750,338 Group Art: 1634 
Filed March 8, 2000 Examiner: Unassigned 
For: TARGET AND BACKGROUND CAPTURE METHODS WITH 
AMPLIFICATION FOR AFFINITY ASSAYS 



Papers Filed: 

1. Request for Corrected Filing Receipt- 

2. Check in the amount of $25.00 for fee. 

3. Copy of Filing Receipt corrected in ink. 

4. Second Preliminary Amendment w/Certificate of Correction attached. 



Dated: August 4, 2000 
CaseRef: 01147,0142-000 
JBF:CP(rcw) 



PLEASE RETURN TO MAIL DROP 818 



VENDOfl /.D.#/Gt# 

011*7 0 lt)2 _ 00000 



036607 
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PATENT 

Attorney Docket No. 1 147-01 42 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Reissue Application of: 
U S- Patent No, 5,750,338 

Mark L> Collins et al. 

Reissue Serial No.; 09/533,906 

Reissue Application Filed; March 8, 2000 

For: TARGET AND BACKGROUND 
CAPTURE METHODS WITH 
AMPLIFICATION FOR AFFINITY 
ASSAYS 



, OFFICE OF INITIAL PATENT EXAMINATION 

; Assistant Commissioner for Patents 
Washington, D.C* 20231 



i Sir: 



Group Art Unit: 1634 
Examiner: Unassigned 



\ 



FlNNECA*, HENDERSON, 
FaR-aBOW, CARRETT, 

ft DUNWER,LL.P- f 
I3O0 I STRCCT, N. w, |j 

: i 

W»3NIHOTON, DC 2O00S jj 

* 1 



SECOND PRELIMINARY AMENDMENT 

Prior to the examination of the above application, please amend this application as 
follows; 

IN THE PATENT : 

Column 1, lines 4 through IS, delete the entire text and insert the following: 
-This application is a Reissue of Ser. No. 238,080, filed May 3, 1994, now U.S. Patent 
No. 5,750,338, which is a continuation of application Ser. No, 124,826, filed Sept. 21, 1993, now 
abandoned, which is a continuation of application Ser. No, 946,749, filed Sept. 17, 1992, now 
abandoned, which is a continuation of application Ser. No. 648,468, filed Jan. 31, 1991, now 
abandoned, which is a continuation-in-part of application Ser. No. 644,967, filed Jan. 22, 1991, 
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now abandoned, which is a continuation of application Sei\ No, 136,920, filed Dec. 21, 1987 7 
now abandoned and hereby incorporated by reference, which application is a continuation-in-part 
of application Sen No. 922,155, filed Oct. 23, 1986, now abandoned and hereby incorporated by 



reference.— 



REMARKS 



The Patent Owner has amended the specification to reflect the correct continuing 
information. Also submitted is a Certificate of Correction that was issued in U.S. Patent No, 
5,750,338, and reflects the correct continuing information. 

If there is any fee due in connection with the filing of this Preliminary Amendment, 
please charge the fee to our Deposit Account No. 06-0916. 

Respectfully submitted, 

FINNEGAN, HENDERSON, FARABOW, 
GARRETT & DUNNER, L.L.P, 



Dated: August 4, 2000 



i" 

:l 



By: 



Jean B, Fordis 
Reg. No. 32,984 



L~*w Orricta 

Finn £C An, HenDEWON, 
WAsniNOTOH, oc aoooe 
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r,D STATES PATENT AND TRADEMARK OFFICE 

CERTIFICATE OF CORRECTION 



REISSUE PATENT NO. 

DATED: 

INVENTORS: 

( 



5,750,338 
March 8, 2000 
Mark L. Collins et al. 



It is certified that an error appears in the above-identified patent and that said Letters Patent is 
hereby corrected as shown below: 

delete rhe Related TXS. Application Data [62] in its entirety and replace with: 

Continuation of Ser. No. 124,826, SepL 21, 1993, abandoned, which is a continuation of Ser. No. 
946,749, Sept, 17, 1992, abandoned, which is a continuation of Ser, No. 648,468, Jan- 31, 1991, 
abandoned, which is a continuation-in-part of Ser. No. 644,967, Jan. 22, 1991, abandoned, which 
is a continuation-in-part of Ser. No. 136,920, Dec. 21, 1987, abandoned, which is a continuation- 
in-part of Ser. No. 922,1 55, Oct. 23, 1 986, abandoned.- 

Please delete col. 1, lines 5-19 , and replace with: 

--This application is a Reissue of Ser. No. 238,080, filed May 3, 1994, now U.S. Patent No. 
5,750,338, which is a continuation of application Ser. No. 124,826, filed Sept. 21, 1993, 
now abandoned, which is a continuation of application Sen No. 946,749, filed Sept, 17, 
1992, now abandoned, which is a continuation of application Ser. No. 648,468, filed Jan. 
31, 1991, now abandoned, which is a continuation-in-pan of application Ser. No. 644,967, 
filed Jan, 22, 1991, now abandoned, which is a continuation of application Ser. No. 
136,920, filed Dec. 21, 19S7, now abandoned and hereby incorporated by reference, which 
application is a continuation-in-pan of application Ser. No. 922,155, filed Oct. 23, 1986, 
now abandoned and hereby incorporated by reference. — 



Milling Address of Sender: 

Finnegait, Henderson, Farabow, 
Garrett & Dunner. L.L.P. 
13001 Street, N W. 
Washington. DC 20005-33 15 



PATENT NO. 



No. of add! copies 
<S> 50* per page 



FORM PTO 1050{Rev,2-93> 
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# 



UNITED STATES PATENT AND TRADEMARK OFFICE 



CERTIFICATE OF CORRECTION 



PATENT NO- 
DATED 

INVENTOR(5] : 



5*750,336 
Way 12, 199B 
Collins et al. 



Fage 1 of 2 




r 

i 



It Is certified that •npr appears in ihe above-lndeniifi&d patenr and that said Letters Patent Is hereby 
corrected as shown below; 

delete the Related U-5- Application Data [62] In its tacirtcy 
ixd replace wj.cn: 

--Continuation of Ser. No. 1Z4,S26» Sept, 21, 1993* abandoned, 

which IS A cencinuaclen of Set, No* 9*6,749. 5»pC 17 , 1992, 

abandoned, which 1* a eoocinuacion of Ser. No. 666.468. Jen. 31, 1991. 

abandoned > which Is a continuation-in-part of Ser* Ho - 644,967. 

Jan- 22, 1991 , abandoned, which 16 a continuation-in-part of Sex. 

Ko. 136,920, See. 21. 1987. abandoned, which Is a continuation-in-part 

of Ser. No- 922.155, Oct- 23. 1986 » abandoned 

Please delete col- 1, lines 5-19. and replace with: 

■ ■ 

—This application is e continuation of application Sat, Ko, 126,826, 
filed Sept* 21. 1993* now abandoned, which 1c a continuation of 
application Ser- Ho. 966,749, filed Sept. 17. 1992. now abandoned, 
which is a continuation of application Ser* No. $46,666, filed 
Jan. 31, 1991, now abandoned* which is a continuation-in-part of j 
application Ser, Wo- 6*4,967. filed Jan. 22. 1991. now abandoned, 
ublch is a continuation of application Set- Ko. 136,920. filed 
Dec. 21, 1987. now abandoned and hereby incorporated by reference, 
which application is a continuation-in-part of application Ser- No. 
922*155, filed Oct. 23, 1986, now abandoned and hereby Incorporated 
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